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Outline

ical Problem

ercial Law and Intellectual Property Law

o Intellectual Property, Secured Financing and
Bankruptcy

e \What To Do?



Urzictlezl Proolerre




- licenses IP in exchange for periodic
es based use. Licensee goes into distress.
the Licensor do if —

e Licensee becomes insolvent?

e Licensee had a pre-existing security interest?



Possible Ac

r

Arernerererfective contractual remedies, e.g.
LERMIAALION rights or assignment prohibitions?

there effective /ntellectual property remedies,
fectiveness (attachment) rules?

Are there effective secured financing remedies,
e.qg. priority (perfection) rules?

Are there effective /nsolvency remedies, e.g.
administrative claims?

N



Cornrnerelel) Lpegllgetizl] Procarey L)

MWWhRat'is Intellectual Property Law?
Commercial Law?

J.S. Initiatives

JJJJJ

— UNCITRAL
— UNIDROIT
— WIPO



[1, Ce mmerC|aI Law and



N

'S (which one?)

e UN Convention on International Sale of Goods
e UNIDRIOT Model Law on Leasing

e National commercial law



N

Differing Aflgfezldgies

sy Commercial Law
—Enabling
— FURCtiona

— Apparent Ownership
tellectual Property Law
— Regulatory

— Formal
— Actual Ownership



o Intellectual Property Law
— Assignments — yes (usually)

— Licenses — no (usually)

— Royalties — maybe

— Contradictory U.S. case law
— International aspects




minable at will (for services)
vers w/ consideration not terminable

o Intellectual Property Law
— Different treatment for different IP
— IP law or Commercial Law
— Contradictory U.S. case law




s ARbIEassignment” clauses
—(Eontradictory case law
— Generally unenforceable for royalties

e [ermination Rights
— Ipso facto clauses unenforceable
— Often commercially impracticable
— Demands careful drafting
— Does not help for unpaid pre-termination royalties



[11. Igtellecital Progerty,
Sacured Flrarlclrle) crle
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— Filing preemption (R 9-311(a)(1))

e [nternational
— UNCITRAL Secured Transactions Guide subject to
— Conflict preemption (Recommendation 4(b))
— Filing preemption (Recommendation 77)



SOrAINaRACOUSES
R=0'andGuide create orainany, Course~ carve out
Compatible with IRIPS?.

Choice off Law:
R 9-301 & 307 (perfection andprerw slocationieirdebtor”)
Guide: creation (?7), effectiveness;prHory enfercement — /ex
protection/s. \What about royalties?,
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What Is tafg Belplidrtiotey Triisiaay

F0lIGyMPproach: “IdeallAveiding Creditor™
o842y [ENHlypothetical lbien Creditor”
oa4((@)(2)i = Unsatisfied Execution Creditor
[P: WARICh one applies toriP

Case Law: Different answersfdependingrentype of: IP



ard to'any knowledge ofi the trustee or any: creditor, the rights and peowers
PROr may. avoid: any. transfer off property: ofi the debtor or any: obligation

OfthErGasey and obtains, at' suchi time: and: With' respect toer suchr credit, a
judicialSliensenrall property: on: Which: a creditor onar simple: contract could
have ebtained asjudicial lien, Whether or not such: creditor exists;

(2) a creditor: that extendsicredit torthe debtor at the time off commencement
off the case, and obtains, at suchrtime: and With respect: torstchr credit; an
execution against the debtoer that s returned  unsatisfieds ats suchs time;
whether or not such creditor exists; or

(3) a bona fide purchaser of real Spropenty;  othersthan fixtures, from the
debtor, against whom applicable law permitststchitransierstorberperfected,
that obtains the status of a bona fiade purchiaserandshassperfected such
transfer at the time of the commencement Ofgthercase, Whether or not such a
purchaser exists.




Revised 9

Crazatior) Rulsss
SRECEI05 no [P purchase money: (except software)
SRIO-4(08 VoIds restrictions on' assignments ofi IP

PRHORHARUIES:
—REG=SiNNderers i Statute preempts for lien: Creditor
- RIG-571 adopts liceEnseeinterdinany, Course”

Choice of Law Rules:
- R 9-301 & 307: “locationreirdepter e perfection
and priority If local law requirestientcreditor filing
- Else file in D.C.



lex [, 222 E3d 1372 (Fed. Cir 2000) — patent
by, Interest a collateraliassignment

IMPlICaLIONSS
RESHFICHIONS 0N Creating ar S: I Ineffective (RYS=408)7
IS a contract right terpaymentaniS:s (RE9-505)7
NO purchase money. allowed tnderRIS=105
Filing priority: Morrow, 499NESaNISS2N (e @ir2007)
Where to file? Debtor locationZ BiE 2 Intermational?
How to enforce: R 9-610(a); Sky2viaSAP



1l registered copyrights perfected inf Copyright Office
eregrine ent, 116 B.R. 194 (€.[D. Cal. 1990) — royalties
penfected by filing in' Copyright Office

IMPICaLIONSS
RESHRICHIONS 0N Creating ar S: I Ineffective (RYS=408)7
NO purchase money: UnderRIOS=105: seitWare Sec. 2027
Eiling| priority. for registered copyrghts
What about unregisteredicopyrgntsi— REO=S1H(@)(1)?
What about royalties - Peréegrine?
Where to file — choice of law 1SSUE?




L WVarshak V. Green, 746: E2d 927 (2d Gk 1984) — lien
eaitors not allowed on! fiederal trademarks

IMPICaLIONSS
Creating ar S. 1.7 "RI9=408W, S Intent toruse applications
IS a contract right terpaymentaniS:is (RI9-505)7
NO purchase money. URderRIS=105
Filing priority it Lanham Act preempisi({ient creditor)
California Trademarks: B SSPEE220( N EYA/09)
Where to file — choice of law?
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Practical Dj

SESOIMENSSUES Cannot be solved by: clever drafting!
Stermination & anti-transfer ProviSiONs
o ake a securty interestinrlicensees IPANDI recevables

o File'a Mortgage (T collateralfassignmentHNn P Office
AND: file UCC-15s in LicenseejocationrANDADIE:

o Call for help in case of bankruptcy,



Upncorning JApligEiEes

SRV GIRAL TP ARREX
SABINElRAISIV O EINaWionISECUrECNFINENCING

S\VIPO)?:



